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Uncertainty looms over the economy and legal budgets this year.

Trademark, copyright and advertising disputes will nevertheless arise and
require action to protect brands and content. Some disputes will warrant
court litigation — e.g., for emergency relief or monetary remedies — but
not all.

Luckily for brand owners, court is not the only option. Litigation
alternatives, which may provide good-enough relief at lower cost, will
suffice in some cases. Such alternatives empower brand owners to take
action when the cost of court litigation cannot be justified.

Michael Justus

Common litigation alternatives include:

e Cease-and-desist letters;
e Public relations strategies — e.g., press releases or counter-advertising; and
e Business-to-business settlement discussions.

Below are some additional options specific to trademark infringement, copyright
infringement and false advertising disputes, and considerations for when to use them.

Trademark Infringement

Most trademark owners know that the U.S. Patent and Trademark Office's Trademark Trial
and Appeal Board hears administrative challenges to registration of marks. Some may not
realize the extraordinary procedural flexibility and potential cost-savings in such challenges.

Accelerated case resolution allows parties to create customized procedural rules for TTAB
proceedings — including elimination of disclosures, discovery limits, evidentiary shortcuts
and streamlined trials on the papers.[1]

Although TTAB cases can be costly, accelerated case resolution gives litigants more control
to reduce cost. TTAB cases may also provide a strategic advantage given some substantive
differences from federal court.

For example, the TTAB likelihood-of-confusion analysis can differ from federal court tests by
focusing more on the marks, goods and services expressly covered on the face of the
applications than the actual use in the marketplace.

And TTAB cases may impact more than just registration. It is common for settlements of
TTAB disputes to address use of the marks.

Even absent settlement, the U.S. Supreme Court's 2015 B&B Hardware Inc. v. Hargis
Industries Inc. decision[2] provided that some TTAB decisions may be preclusive in later
federal court infringement litigation — i.e., a TTAB decision could accelerate additional relief
in court — when the elements of issue preclusion are met.[3]

For domain name disputes, brand owners enjoy a number of litigation alternatives.



The Internet Corporation for Assigned Names and Numbers' uniform domain name dispute
resolution policy can be submitted to any approved dispute resolution service provider for a
fast and effective administrative proceeding for transfer of infringing domains to the brand
owner.[4]

In cases of clear-cut cyberpiracy, registrants often fail to respond, leading to transfer of the
domain within a couple of months.

If suspension, rather than transfer, of the domain is of interest, ICANN's uniform rapid
suspension procedure, initiated through an electronic filing with a URS provider, can be
faster and cheaper than the uniform domain name dispute resolution policy for some
domains.[5]

Domain disputes constituting immediate emergencies — e.g., active phishing or
cyberattacks — can benefit from emergency relief though an in rem action under the
Lanham Act.[6]

Although it is litigation, an in rem action is still an alternative to the norm. The defendant is
the domain name itself, rather than the — likely anonymous and commonly foreign —
owner of the domain.

This usually streamlines service of process, personal jurisdiction issues and relief. Default
judgments are also possible in in rem actions against farflung cyber pirates.

For infringing website content, it may be possible to take down the website or remove the
infringing content through a request to the hosting company or internet service provider.
Most hosting companies and ISPs have email addresses or online forms to submit takedown
requests.

In cases of blatant infringement, this strategy sometimes works, although some providers
will act only with a court order. Free online tools can identify IP addresses and hosting
companies for websites when WHOIS — which is short for the question "who is responsible
for this domain name?" — records are incomplete or inaccurate, which is critical to sending
takedown requests to the right place.[7]

E-commerce platforms and social media sites also offer infringement-reporting and
takedown mechanisms.[8] For serious cybercrime, brand owners can submit information
online to the Federal Bureau of Investigation through its Internet Crime Complaint
Center.[9]

Copyright Infringement

The Digital Millennium Copyright Act, or DMCA, provides a uniform takedown procedure for
online copyright infringement.[10] Content-hosting websites that wish to avail themselves
of the safe-harbor provisions of the DMCA must promptly honor properly submitted
takedown requests and remove infringing content.

As such, removal of the infringing content within a few days is common. While not new,
DMCA takedowns remain a fast and cost-efficient method to address online infringement
without the need for litigation.

A newer option exists for smaller copyright infringement disputes that may not justify court



litigation. In December 2020, Congress created the Copyright Claims Board, or CCB, for
resolution of copyright infringement small claims of up to $30,000.[11]

The CCB provides streamlined discovery and adjudication of such disputes. The CCB also
offers a further-streamlined smaller-claims procedure for disputes of up to $5,000. The CCB
is a voluntary forum — both parties must agree to participate.[12]

This option allows content owners to recover on smaller claims that may otherwise go
unpursued for cost reasons.

False Advertising

The BBB National Programs' National Advertising Division, or NAD, is an advertising industry
self-regulatory body that resolves false advertising disputes.[13]

NAD proceedings are voluntary, and do not involve discovery, trial or monetary remedies.
The burden of proof is more plaintiff-friendly than in court, as advertisers — defendants —
bear the burden to prove substantiation for their challenged claims.

The NAD can recommend that the advertiser discontinue or modify the challenged ads. The
advertiser can agree to comply with the decision or appeal to a specialized appeal board.

If the advertiser refuses to comply, the NAD may refer the case to the Federal Trade
Commission or other government agency. As a result, the NAD claims a compliance rate
above 90%.[14]

The NAD requires significant filing fees, which are tiered by the size of the challenger by
revenue.[15] Still, NAD cases are usually less expensive and distracting than Lanham Act
lawsuits.

The NAD also offers streamlined tracks with lower filing fees for less-complex cases, e.g.,
Fast-Track SWIFT challenges to the sufficiency of disclosures.

For example, if a competitor pays influencers to promote its products, but the influencers do
not disclose that relationship in their promotions, a Fast-Track SWIFT challenge may
efficiently address the matter.

Parties aggrieved by false advertising can also submit complaint letters to the Federal Trade
Commission, U.S. Food and Drug Administration, U.S. Securities and Exchange
Commission or other relevant agencies to request investigation.

Agencies are not required to act and may not respond beyond acknowledging receipt. If the
complaint raises important issues or aligns with agency priorities, however, it may lead to
agency action with no further cost to, or involvement from, the complaining party.

How Much Is Good Enough
Whether a litigation alternative will be good enough in a particular dispute is a matter of

strategy for careful analysis and discussion with counsel. Below are some questions to ask
when considering litigation alternatives.



Is it urgent?

Courts can issue emergency relief, including ex parte temporary restraining orders. Some
alternatives also deliver fast relief, including DMCA takedowns in copyright matters, hosting
company or internet service provider takedowns and uniform domain name dispute
resolution policy proceedings in trademark matters, and NAD challenges in advertising
matters — particularly in less-complex challenges, such as Fast-Track SWIFT.

Is monetary relief critical?

If so, court may be the best, or only, option. Of course, a litigation alternative could create
leverage to obtain a monetary settlement.

How strong are the merits?

Some litigation alternatives employ different legal tests, different evidentiary requirements
or even different burdens of proof, than in court. Would-be plaintiffs should strategically
balance the perceived likelihood of success under a given regime with the nature and scope
of the proceeding and possible relief.

Is the defendant likely to comply with a decision?

If not, a court judgment backed by contempt power may be necessary. Some alternatives
may also carry significant incentive to comply, e.g., noncompliance with NAD decisions may
result in referral to a government agency.

Is publicity or confidentiality important?

Court litigation is likely to increase publicity, while some alternatives may help keep things
confidential. The NAD process, for example, is mostly confidential by default, with the
exception of the final decision and a press release announcing the decision.

Is a protracted defense likely?

Court litigation is often the most expensive and disruptive option. But, for that very reason,
a lawsuit may encourage a quick settlement in a way that alternatives may not. There is a
risk-reward calculus to a more aggressive approach.

These and other considerations will vary in importance in any given dispute.

As budgetary pressures linger, it pays to know the options. Litigation is sometimes
necessary. Brand owners need not adopt a litigation or bust mindset, however, when
alternatives may be good enough.
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